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DETAILED ACTION 

1 ) This is the initial Non-Final rejection. 

2) Effective filing date is 8/7/2003. 

3) Claims 1-25 are pending. 

4) Note: Regarding all claims, Applicant is requested to remove the brackets with 
the claim numbers (ie., [c1]). 

Regarding claim 8, Applicant is requested to correct the grammar for the language 
"launching a viewer the provided means". 

Regarding claim 18, Applicant is requested to properly number claim 18. 

Claim Rejections - 35 USC § 101 

5) 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5-1) Claims 1-16 and 25 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1-16 and 25 sets forth non-functional descriptive material and fails to set forth 
physical structures or materials comprising of hardware or a combination of hardware 
and software within the technological arts (ie., a computer) to produce a "useful, 
concrete and tangible" result. 

Specifically, the language such as "establishing an association" does not render the 
claimed invention as useful because the association can be a mental association. For 
example, if a transcript file has a witness name of "John Doe", and the exhibit file has a 
witness name of "John Doe", the association can be made mentally by associating the 
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witness, without any function performed by the processor and the same transcript and 
exhibit files can be written in the original form, with the witness association of John Doe, 
without any data manipulation, thus the processor servings as merely a pass-through 
means of data files without any function performed. 

Thus, Claims 1-16 and 25 are interpreted as non-functional descriptive material without 
any useful result directed to non-statutory subject matter. 

Claim Rejections - 35 USC § 102 
6) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

6-1) Claims 1-25 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Przekop et a! (US 200300789973, published Apr 24, 2003). 
Regarding independent claim 1, Przekop teaches providing electronic versions of 
transcripts with associated electronic versions of exhibits, the method performed on a 
processor comprising the steps of: importing one or more electronic transcript files and 
one or more electronic exhibit files to a publisher; establishing an association between 
at least one of the electronic transcript files and at least one of the electronic exhibit 
files; writing the one or more electronic transcript files and the one or more electronic 
exhibit files with the established association to at least one memory file; and providing a 
means to view the one or more electronic transcript files and the associated one or 
more electronic exhibit files. For example, Przekop discloses a web-enabled method 
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for distribution of transcript-synchronized video/audio recorder of legal proceedings to 
collaborative workgroups, where the server provides storage for video/audio records 
and corresponding transcripts (Abstract section). The server-side software 
synchronizes transaipt and video/audio record so that each transcript line is 
synchronized to corresponding portion of the video/audio record, each transaipt line 
containing a selectable link to the corresponding portion of the video/audio record 
(Abstract section; paragraph 11), providing the benefit of allowing a quicker comparison 
of a deponents demeanor with the transcript (para 7). The examiner characterizes the 
claimed exhibit file to include video/audio files accessible by a viewer (see specification, 
paragraph 21 ), and equivalent to the video/audio files discloses by Przekop (para 16). 
Regarding claim 2, Przekop teaches writing to a portable media device. Przekop 
discloses downloading to a laptop (para 28). 

Regarding claim 3, Przekop teaches portable media device comprises a magnetic 
disk, an optical disk, a tape, or a removable hard disk (para 28). 
Regarding claim 4, Przekop teaches writing to a local memory file accessible from a 
local processor. For example, Przekop discloses the server automatically writing the 
files to a compact disk or desktop/laptop (para 28). 

Regarding claim 5, Przekop teaches writing to a remote memory file accessible from a 
local processor. For example, Przekop discloses a connection be a client and server, 
where the transcripts can be saved to a removable storage medium (para 16). 
Regarding claim 6, Przekop teaches wherein the remote memory is accessible through 
a network (paragraph 10, bottom "network such as the Internet"). 
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Regarding claim 7, Przekop teaches wherein the network comprises at least one of a 
LAN, WAN, WLAN, Wi Fi network, Ethernet, Internet, World Wide Web, or an optical 
network (paragraph 10, bottom "network such as the Internet"). 
Regarding claim 8, Przekop teaches establishing a network connection between the at 
least one memory file and a local processor; and launching a viewer the provided 
means to view at the local processor Przekop discloses clients with web browsers for 
viewing the transcript and synchronize video/audio (para 1 3), distributed by the server 
on a connection between client and server (para 16). 

Regarding claim 9, Przekop teaches the step of establishing an association comprises 
establishing a hyper-link from at least one of the one or more electronic transcripts to at 
least one of the one or more electronic exhibits. Przekop discloses a link in the 
transcript and when the member clicks on the line number, the software opens the 
browser window and launches the video services and presents the desired portions of 
the video/audio in its own frame (para 36, bottom). 

Regarding claim 10, Przekop teaches the hyper-link is established at a first reference 
to the at least one of the one or more electronic exhibits. Przekop discloses a link in the 
transcript and when the member clicks on the line number, the software opens the 
browser window and launches the video services and presents the desired portions of 
the video/audio in its own frame (para 36, bottom). The examiner characterizes this 
limitation as a hyperlink established to reference an electronic exhibit. 
Regarding claim 11, Przekop teaches the hyper-link is established at all references to 
the at least one of the one or more electronic exhibits. Przekop discloses a link in the 
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transcript and when the member clicks on the line number, the software opens the 
browser window and launches the video services and presents the desired portions of 
the video/audio in its own frame (para 36, bottom). The examiner characterizes this 
limitation as a hyperlink established to reference an electronic exhibit. 
Regarding claim 12, Przekop teaches the hyper-link is established at one or more user 
defined link points to the at least one of the one or more electronic exhibits. Przekop 
discloses a link in the transcript and when the member clicks on the line number, the 
software opens the browser window and launches the video services and presents the 
desired portions of the video/audio in its own frame (para 36, bottom), where the links 
are embedded in the transcript (para 1 1 ; para 24), embedded by a server. 
Regarding claim 13, Przekop teaches a means to view step provides a means to view 
the electronic transcript and the associated electronic exhibit substantially 
simultaneously. Przekop discloses a multi-frame web browser with video image 
presented in a first frame 401 and the transcript presented in a second frame 402 (para 
36; fig 4, items 401 and 402; para 42 "user wants to see text as well as video "). 
Regarding claim 14, Przekop teaches providing a means to view step further provides 
independent controls of the viewed electronic transcript and the associated electronic 
exhibit. Przekop discloses a multi-frame web browser with video image presented in a 
first frame 401 and the transcript presented in a second frame 402 (para 36; fig 4, items 
401 and 402; para 42 "user wants to see text as well as video "). The examiner 
interprets each frame (401 and 402) as being independent because the user can search 
the text frame without any action on the video frame. 
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Regarding claim 15, Przekop teaches providing an interface to allow a user to select 
one or more electronic transcripts to view. For example, Przekop discloses allowing a 
user to read each transcript (para 30 and 31 ). If a user is granted access, someone 
must have selected which transcript the designated user is allowed to view. 
Regarding claim 16, Przekop teaches means to view electronic exhibit files selected 
from a group of files consisting of: video, audio, video/audio, animation, MPEGS, still 
images, text files, TIF, PDF, JPG, bitmap, GIF format, and JPEGS (para 16). 
Regarding claim 17, Przekop teaches an electronic transcript and at least one 
associated electronic exhibit, the computer usable medium comprising: an importing 
module configured to import one or more electronic transcript files and one or more 
electronic exhibit files; an association module configured to establish an electronic link 
between at least one of the one or more electronic transcript files and the one or more 
electronic exhibit files; a writing module configured to write the imported electronic 
transcript files and electronic exhibit files with the electronic link established by the 
association module to at least one memory file; and a viewing module configured to 
allow a user to view the at least one memory file. For example, Przekop discloses a 
web-enabled method for distribution of transcript-synchronized video/audio recorder of 
legal proceedings to collaborative workgroups, where the server provides storage for 
video/audio records and corresponding transcripts (Abstract section). The server-side 
software synchronizes transcript and video/audio record so that each transcript line is 
synchronized to corresponding portion of the video/audio record, each transcript line 
containing a selectable link to the corresponding portion of the video/audio record 
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(Abstract section; paragraph 1 1 ), providing the benefit of allowing a quicker comparison 
of a deponent's demeanor with the transcript (para 7). The examiner characterizes the 
claimed exhibit file to include video/audio files accessible by a viewer (see specification, 
paragraph 21), and equivalent to the video/audio files discloses by Przekop (para 16). 
Additionally, the video can be imported to conventional litigation support software (para 
28), The transcript file is converted to a .PDF and stored on a server along with the 
associated video/audio records (para 33), which the examiner equates to the claimed 
limitation of importing because storing a transcript on the server implies that the 
transcript was imported or copied onto the server and the conversion to PDF is the 
same as importing to a PDF. The user's can view the transcript and the associated 
video/audio in a browser (as shown in Fig 4; para 36), which is equivalent to the claimed 
viewing module. 

Regarding claim 18, Przekop teaches a writing module is configured to write a file 
accessible over a network. For example, Przekop discloses saving records and 
transcripts to a storage medium across a connection between client and server (para 
16). 

Regarding claim 19, Przekop teaches the writing module is configured to write the at 
least one memory file to a medium selected from a group of medium consisting of: a 
magnetic disk, and optical disk, a tape, a removable hard disk, a CDROM, or a DVD 
disk (para 28). For example, Przekop discloses saving records and transcripts to a 
storage medium, across a connection between client and server, such as a compact 
disk (para 16). 
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Regarding claim 20, Przekop teaches the association module is configured to establish 
hyperlinks from the one or more electronic transcript files to the one or more electronic 
exhibit files. Przekop discloses a link in the transcript and when the member clicks on 
the line number, the software opens the browser window and launches the video 
services and presents the desired portions of the video/audio in its own frame (para 36, 
bottom). 

Regarding claim 21, Przekop teaches a viewing module is configured to view at least 
one of video, audio, video/audio, animation, MPEGS, still images, text files, TIF, PDF, 
JPG, bitmap, GIF format, and JPEGS (para 16). 

Regarding claim 22, Przekop teaches the viewing module is configured to access the 
at least one memory file through a network connection (paragraph 10, bottom "network 
such as the Internet"). 

Regarding claim 23, Przekop teaches viewing module is configured to download the at 
least one memory file. Przekop discloses downloading the transcript and the 
video/audio record as a MPEG-1 file (para 36). 

Regarding claim 24, Przekop teaches viewing module is configured to stream the at 
least one memory file. Przekop discloses transmitting the video/audio record as a 
scalable video stream (para 36). 

Regarding claim 25, Przekop teaches a viewable electronic transcript and an 
associated electronic exhibit, the apparatus comprising: at least one memory file; and at 
least one processor, wherein the at least one memory file comprises: one or more 
electronic transcript files; one or more electronic exhibit files; and at least one 
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association file associating at least one of the one or more electronic transcript files and 
the one or more electronic exhibit files; the at least one processor comprises: a reader 
to read the at least one memory file; and a viewer to display the at least one memory file 
displayed, the viewer being configured to allow simultaneous display of the one or more 
electronic transcript and any associated electronic exhibits. For example, Przekop 
discloses a web-enabled method for distribution of transcript-synchronized video/audio 
recorder of legal proceedings to collaborative workgroups, where the server provides 
storage for video/audio records and corresponding transcripts (Abstract section). The 
server-side software synchronizes transaipt and video/audio record so that each 
transcript line is synchronized to corresponding portion of the video/audio record, each 
transcript line containing a selectable link to the corresponding portion of the 
video/audio record (Abstract section; paragraph 1 1 ), providing the benefit of allowing a 
quicker comparison of a deponent's demeanor with the transcript (para 7). The 
examiner characterizes the claimed exhibit file to include video/audio files accessible by 
a viewer (see specification, paragraph 21 ), and equivalent to the video/audio files 
discloses by Przekop (para 16). The user's can view the transcript and the associated 
video/audio in a browser (as shown in Fig 4; para 36). Przekop discloses a multi-frame 
web browser with video image presented in a first frame 401 and the transcript 
presented in a second frame 402 (para 36; fig 4, items 401 and 402; para 42 "user 
wants to see text as well as video "), which the examiner equates to the claimed 
"simultaneous display" because frames 401 and 402 are displayed at the same time. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gautam Sain whose telephone number is 571-272- 
4096. The examiner can normally be reached on M-F 9-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300, 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




